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The request for continued examination (RCE) under 37 CFR 1 .1 14 filed on is 

improper for reason(s) indicated below: 



□ 1 . Continued examination under 37 CFR 1.114 does not apply to an application for a design patent. 

Applicant may wish to consider filing a continuing application under 37 CFR 1 .53(b) or a CPA 
under 37 CFR 1.53(d). 

□ 2. Continued examination under 37 CFR 1.114 does not apply to an application that was filed before 

June 8. 1995. Applicant may wish to consider filing a continuing application under 37 CFR 1 .53(b) 
or a CPA under 37 CFR 1 .53(d). 

□ 3. Continued examination under 37 CFR 1.114 does not apply to an application unless prosecution in 

the application is closed. 

□ 4. The request was not filed before payment of the issue fee, and no petition under 37 CFR 1 .313 was 

granted. If this application has not yet issued as a patent, applicant may wish to consider filing either 
a petition under 37 CFR 1.313 to withdraw this application ft-om issue, or a continuing application 
under 37 CFR 1.53(b). 

□ 5. The request was not filed before abandonment of the application. The application was abandoned, 

or proceedings terminated on _. Applicant may wish to consider filing a 

petition under 37 CFR 1 .137 to revive this abandoned application. 

□ 6. The request was not accompanied by the fee set forth in 37 CFR 1 .1 7(e) as required by 37 CFR 

1 .1 14. Since the application is not under appeal, the fime period set forth in the final Office action or 
notice of allowance continues to run from the mailing date of that action or notice. 

□ 7, The request was not accompanied by a submission as required by 37 CFR 1.114. Since the 

application is not under appeal, the fime period set forth in the final Office acfion or notice of 
allowance continues to run from the mailing date of that acfion or notice. 

□ . 8. Others. See attachment 

A copy of this notice MUST be returned with any reply. 

Direct the reply and any questions about this notice to: 

CeUa Chang Examining Group 1625 

(703) 30_ 8 - 4702 
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Per 37 CFR Part 1, Request for Continued Examination practice: final rules, published 

August 16, 2000 in the Federal Register, p.50095, " In addition, as 35 U.S.C, 132(b) and 

§1.114 provide continued exarnination of an application (and not examination of a continuing 
application), the Office will nM permit an applicant to obtain continued examination on the basis 
of claims that are independent and distinct fi"om the claims previously claimed and examined," 
Please note that the RCE practice does not allow switching of invention. In the instant case, 
please note that in Paper No. 8 restriction was required, and in Paper No, 1 1, an election of group 
I with species of compound 59, was made. The traverse was clearly answered to the reason of 
finding the Markiish grouping to be inappropriate and the examination was delineated to be those 
compounds reading on the elected species i.e. R2 is CN or bioisostere thereof (see Thornber of 
record p. 569). The method claims were examined to the same scope as the compounds limited 
to the specific pathology named in claim 16 (see Paper No. 12, page 3). Further, the impropriety 
in switching was clearly delineated in the after final advisory (Paper No. 21) wherein the after final 
amendment if entered would have canceled all the elected invention and replaced them with an 
invention which is independent and distinct from those claims previously examined, thus the after 
final amendment was not entered and all argument in the after final response based on entry of the 
after final amendment was not relevant. 

This recount of the status indicated that the entry of the after final amendment which 
constitutes sv/itching of election is improper and the RCE must be denied. 
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